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QUESTIONS PRESENTED 

 

I.  CAN A COMPANY BE LIABLE FOR CONTRIBUTORY COPYRIGHT INFRINGEMENT 

WHEN IT HAS SHOWN NO CLEAR AND EXPRESS CONDUCT TO INDUCE 

INFRINGEMENT AND ITS PRODUCT IS CAPABLE OF SUBSTANTIAL NON-

INFRINGING USE? 

 

II.  DOES AN INTERNET DOMAIN NAME, THAT IS NEARLY IDENTICAL TO A 

FAMOUS AND DISTINCT TRADEMARK, DILUTE THE TRADEMARK BY BLURRING 

UNDER THE TRADEMARK DILUTION REVISION ACT, 15 U.S.C. § 1125? 
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OPINIONS AND ORDERS BELOW 

 

 The decision and order of the United States Court of Appeals for 

the Fourteenth Circuit is available at Runaway Scrape, L.P. v. 

Chatnoir, Inc., Case No. 10-1174, and appears in the Record at pages 

3-20. 

CONSTITUTIONAL AND STATUTORY PROVISION 

 The present case involves the application of the Trademark 

Dilution Revision Act, section (c), at 15 U.S.C. § 1125(c) (2010), and 

U.S. Const. art. I, § 8, cl. 8, the texts of which are attached in the 

Appendices A and B, respectively.  

STATEMENT OF THE FACTS 

 

The present case is centered on the struggle to protect a 

company’s innovative technology and its nationally recognized 

trademarks.  Respondent, Chatnoir, Inc., has been a business leader in 

communications software and hardware since 1997.  (R. at 3.)  

Petitioner, Runaway Scrape, L.P., is a band that makes its own 

products available on the Internet and created a website with the 

domain name “www.aardvarks.com,” (R. at 6-7), which uses the name of 

Chatnoir’s registered trademark, (R. at 3).      

In 2003, Chatnoir launched a cutting-edge videoconferencing 

program with the federally registered trademark “Aardvark Media.”  (R. 

at 3.)  This innovative telecommunications software streams live video 

and audio over the Internet.  (R. at 3.)  Aardvark Media is one of 

Chatnoir’s best-selling products and is nationally acclaimed by 

American businesses for its good quality, affordability, and ability 

to connect users.  (R. at 3-4.)   
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 In 2006, Chatnoir developed a new feature for its Aardvark 

program that allows users in low-bandwidth locations to use only the 

live audio communication feature.  (R. at 4.)  The updated feature 

allows a user to take part in a teleconference using only the audio 

while other users can still use both the video and audio components.  

(R. at 4.)  Chatnoir further developed the software to allow a user to 

archive, or save, a videoconference or strip the video and save just 

the audio portion on the user’s computer.  (R. at 4.)   

 This advanced version of the software was created under the mark 

“Aardvark Pro.”  (R. at 4.)  Before launching the refined program, 

Chatnoir tested the new features with a temporary promotion on its 

website where users could download a free, limited six-month version 

under the name “Aardvark Lite.”  (R. at 4-5.)  Company memos and e-

mails clearly indicate that Aardvark Lite was available only for a 

limited time until the launch of Aardvark Pro.  (R. at 5.)  

 Chatnoir promoted the new software by sending e-mails to current 

customers that described the upgrades and provided links to the 

webpage where customers could download the temporary product.  (R. at 

5.)  Chatnoir also advertised on many business webpages that contained 

links to the Aardvark Lite download page.  (R. at 6.)   

Runaway Scrape uses the media website VuToob to upload its own 

music videos and live performances.  (R. at 6.)  The band owns the 

copyrights for all of its songs, videos, and merchandise.  (R. at 6.)  

Some VuToob users upload their own modified versions of the band’s 

music videos.  (R. at 6.)   

VuToob is a media company that operates a website where users can 

upload videos that can be viewed by anyone on the site.  (R. at 5.)  
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Users upload their own videos including personal home videos, 

commentary, and artistic videos.  (R. at 5.)  Some musical and video 

artists upload official videos to promote their music or movies.  (R. 

at 5.)  VuToob is well-known for regulating uploaded material on its 

website.  (R. at 5.)  It uses filtering software that searches for and 

disallows potentially infringing material, but some infringing 

material occasionally goes undetected.  (R. at 5.)  However, VuToob 

has a policy and good reputation for removing offending videos when 

contacted by copyright holders.  (R. at 5.)   

As part of its promotion of Aardvark Lite, Chatnoir included 

three statements on its website regarding the use of the temporary 

software: instructions for using it, a disclaimer against using it for 

illegal or unethical purposes, and suggested uses.  (R. at 5.)  

Chatnoir’s e-mails to its current clients suggested that the software 

may be used to create audio recordings of videos posted on VuToob.  

(R. at 5.)  Additionally, when Internet users searched the terms 

“VuToob,” “downloads,” and “music,” advertisements for Aardvark Lite 

would appear on the search engine page.  (R. at 6.)  Chatnoir’s CEO 

acknowledged that this promotion of Aardvark Lite would allow the 

company to reach a broader demographic of customers.  (R. at 9.)      

Concerned about Aardvark Lite’s use on VuToob, Runaway Scrape 

sent two cease and desist letters to Chatnoir demanding that the 

company stop offering its most popular product because the band 

supposed third parties may use it for infringing purposes.  (R. at 7.)  

However, Chatnoir’s internal communications show that the primary 

purpose of the software was for teleconferencing and Aardvark Lite 

ceased to function after a limited six-month period.  (R. at 7.)  
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Chatnoir was not concerned about infringing use because VuToob had a 

strong policy of policing its website for infringing videos.  (R. at 

7.)  Chatnoir was unaware until the trial that roughly 70 percent of 

Aardvark Lite’s use was considered infringing.  (R. at 8.)   

 Almost immediately after sending the cease and desist letters 

Runaway Scrape created a website under the domain name 

“www.aardvarks.com.”  (R. at 7.)  The webpage contained an option to 

download a song titled “Aardvarks,” which is 17 minutes of noise and 

contains the word “aardvarks” in a short line that is repeated only 

five times.  (R. at 19.)  The song was never promoted until the 

creation of the website and does not appear on any albums released by 

Runaway Scrape.  (R. at 7.)  The site also contained a link which read 

“Get it the right way” and directed the user to the band’s official 

website where the user could purchase the band’s music and 

merchandise.  (R. at 7.)  

After Chatnoir discovered that Runaway Scrape used its trademark, 

it immediately sent a cease and desist letter demanding the band take 

down the website or transfer “www.aardvarks.com” to Chatnoir.  (R. at 

7.)  When Chatnoir did not receive a response, it sent a second letter 

two weeks later with the same demand.  (R. at 7.)  At trial Chatnoir 

presented evidence of a survey proving that two percent of the general 

public associated the name “www.aardvarks.com” with Chatnoir’s 

Aardvark products and eight percent of Chatnoir’s current customers 

associated the two marks.  (R. at 8.) 

STATEMENT OF THE CASE 

 In May 2007, Runaway Scrape sued Chatnoir in the United States 

District Court for the Northern District of Tejas alleging inducement 
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of copyright infringement.  (R. at 7-8.)  Chatnoir filed a countersuit 

requesting an injunction to stop Runaway Scrape from using 

“www.aardvarks.com” because it dilutes Chatnoir’s Aardvark trademarks.  

(R. at 8.)  Following a bench trial, the district court found that 

Chatnoir did not contributorily infringe Runaway Scrape’s copyright.  

(R. at 3.)  The district court also found “www.aardvarks.com” dilutes 

Chatnoir’s Aardvark trademarks by blurring and enjoined the band from 

using the domain name.  (R. at 9.)   

 Runaway Scrape appealed the decision to the United States Court 

of Appeals for the Fourteenth Circuit.  (R. at 3.)  The Fourteenth 

Circuit affirmed the district court on both issues.  (R. at 3.)  This 

Court granted certiorari to Runaway Scrape.  (R. at 2.)   

SUMMARY OF THE ARGUMENT 

I. Chatnoir is not liable for contributory copyright infringement 

because it does not induce or materially contribute to the infringing 

conduct of another.  A party is not liable under a theory of intent to 

induce infringement unless it shows intent through clear expression or 

affirmative steps.  Chatnoir advertised Aardvark Lite to its business 

clients and made it available as a free download on its website.  The 

website contained instructions and suggestions for lawful use, 

including that Aardvark Lite can record audio on VuToob, which does 

not show intent to induce infringement.  Because Chatnoir did not take 

any affirmative steps or a show clear expression of intent, it did not 

induce infringement.  When a party's product materially contributes to 

the infringing conduct of another, it is shielded from liability if 

the product is capable of substantial non-infringing use.  Aardvark 

Lite's primary use is for videoconferencing.  Therefore, Chatnoir is 
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shielded from liability.  The decision of the Court of Appeals for the 

Fourteenth Circuit should be affirmed. 

II. Chatnoir’s Aardvark trademarks are diluted by Runaway Scrape’s 

domain name “www.aardvarks.com” in violation of the Trademark Dilution 

Revision Act because an association arises between the marks and it 

impairs the distinctiveness of the Aardvark trademarks.  Under the 

Trademark Dilution Revision Act, the Court’s consideration of the six 

factors will weigh heavily in favor of Chatnoir because: (1) the 

domain name is almost identical to the Aardvark trademarks; (2) 

Aardvark products are the exclusive trademarks of Chatnoir in the 

technological arena; and (3) Runaway Scrape associated 

“www.aardvarks.com” with Aardvark products.  Additionally, Runaway 

Scrape cannot prevail under a fair use defense because it uses the 

domain name as a designation of source for its website.  For these 

reasons the decision of the Court of Appeals for the Fourteenth 

Circuit should be affirmed.  

ARGUMENT 

I.   CHATNOIR IS NOT LIABLE FOR CONTRIBUTORY COPYRIGHT INFRINGEMENT 

BECAUSE THERE IS NO CLEAR AND EXPRESS CONDUCT TO INDUCE 

INFRINGEMENT AND ITS PRODUCT IS CAPABLE OF SUBSTANTIAL NON-

INFRINGING USE. 

 

  The basis of copyright protection is to encourage the creativity 

of inventors, ensuring technological development.  See Sony Corp. of 

Am. v. Universal City Studios, Inc., 464 U.S. 417, 429 (1985).  

Technological innovation may be discouraged, however, when artistic 

protection is favored, as Runaway Scrape advocates for here.  See MGM 

Studios, Inc. v. Grokster Ltd., 545 U.S. 913, 928 (2008).  To prevent 

that discouragement, the attachment of copyright liability to the 
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creation, production, or distribution of technology is rare.  Id. at 

960 (Breyer, J., concurring). 

 Chatnoir is not liable for contributory infringement.  

Contributory liability is a means to protect a copyright when a widely 

shared product is used to commit infringement and it is impossible to 

act against all direct infringers.  Id. at 929-30.  A contributory 

infringer is one who either induces or materially contributes to the 

infringing conduct of another.  Perfect 10, Inc. v. Amazon.com, 508 

F.3d 1146, 1171 (9th Cir. 2007). 

  Courts proceed under a theory of intent to induce infringement 

when there is evidence, other than a product's characteristics or the 

knowledge that it may be put to infringing use, which shows statements 

or actions directed to promoting infringement.  See Grokster, 545 U.S. 

at 935.  There are three features of intent to induce:  (1) aiming at 

a known source of infringement; (2) lack of a mechanism to diminish 

the infringing activity; and (3) profiting from infringing use.  Id. 

at 939.  Chatnoir is not liable under a theory of inducement because 

Chatnoir's conduct does not meet any of these features of intent. 

  Courts proceed under a theory of material contribution when 

evidence centers on a product's characteristics or the knowledge that 

it may be put to infringing use.  See Arista Records LLC v. 

USENET.com, 633 F. Supp. 2d 124, 149 (S.D.N.Y. 2009).  Under this 

theory, intent is imputed when a defendant has actual knowledge of 

specific infringement and can take simple measures to prevent further 

damage.  Amazon.com, 508 F.3d at 1172.  A product is shielded from 

liability under this theory, however, when it is capable of 

substantial non-infringing use.  See Sony, 464 U.S. at 442.  Chatnoir 
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is shielded from liability because Aardvark Lite is capable of 

substantial non-infringing use. 

 A finding of intent, or lack thereof, in contributory 

infringement cases is a legal presumption drawn from a factual showing 

of something less than actual motive; it is therefore subject to de 

novo review.  See Pullman-Standard, Div. of Pullman v. Swint, 456 U.S. 

273, 290 (1982).  Because Aardvark Lite is capable of substantial non-

infringing use and because Runaway Scrape has offered no evidence of 

statements or actions promoting infringement, the Court should affirm 

the decision of the Court of Appeals for the Fourteenth Circuit. 

A.  Chatnoir Did Not Induce Infringement through Clear Expression by 

Aiming at a Known Source of Infringement or Profiting from 

Infringement.  

 

  Chatnoir is not liable under a theory of intent to induce 

infringement because advertising Aardvark Lite's archiving feature 

with VuToob is not a clear expression of intent to induce.  A theory 

of inducement is applicable only when evidence goes beyond the 

characteristics or uses of a product.  Grokster, 545 U.S. at 934.  

Mere knowledge of potential or actual infringement is not enough to 

establish liability.  Perfect 10, Inc. v. Visa Int'l Serv. Ass'n, 494 

F.3d 788, 800 (9th Cir. 2007).  Intent must be shown by clear 

expression or affirmative steps. Monotype Imaging Inc. v. Bitstream 

Inc., 376 F. Supp. 2d 877, 883 (N.D.N.Y. 2005).   

  This Court established three features of conduct to determine 

whether there is intent to induce infringement: (1) aiming to satisfy 

a known source of infringement; (2) neglecting to develop a filter or 

other method of diminishing the infringing activity; and (3) profiting 

by continued infringing activity.  Grokster, 545 U.S. at 938-40.  
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Aiming to satisfy a known source of infringement may exclusively show 

intent, and the second two features are, by themselves, not enough to 

show intent to induce infringement.  Id. 

1. Chatnoir did not aim at a known source of infringement 

through advertising an infringing use or instructing 

how to engage in an infringing use. 

 

A principal, if not exclusive, feature of conduct showing intent 

is aiming to satisfy a known source of demand for copyright 

infringement.  Grokster, 545 U.S. at 939.  Courts can discern whether 

a defendant company is aiming at a known source of infringement by 

considering its internal communications, whether it advertises an 

infringing use, whether it instructs users how to engage in infringing 

use, or whether it explicitly developed the product so that others 

could engage in infringing use.  See id.; see also Arista Records LLC 

v. LimeGroup LLC, 715 F. Supp. 2d 481, 509 (S.D.N.Y. 2010). 

a.  By encouraging users to use Aardvark Lite 

with VuToob, Chatnoir did not aim at a 

known source of infringement. 

 

 Chatnoir developed its product primarily for the business market 

and also advertised to users of VuToob—which is not a known source of 

infringement.  The principal showing of intent in Grokster was the 

defendants’ aim to satisfy a known source of demand for copyright 

infringement.  545 U.S. at 939.  The defendants in that case, who 

operated online peer-to-peer networks allowing users to download 

copyrighted songs and movies, made constant references to Napster in 

their internal documents and advertising.  Id.  Napster was a peer-to-

peer site that had already been found as a contributory infringer in 

an earlier case.  See A & M Records, Inc. v. Napster, Inc., 114 F. 

Supp. 2d 896 (N.D. Cal. 2000).  Unlike peer-to-peer networks, however, 



 

 10 

an online service provider that allows users to post and access 

material and appoints an agent to receive complaints about and remove 

infringing material does not fit the features of intent in Grokster.  

See Viacom Int'l v. Youtube, Inc., No. 2103, 2010 U.S. Dist. LEXIS 

62829, at *37 (S.D.N.Y. June 23, 2010). 

 Chatnoir primarily markets its product to businesses for 

teleconferencing purposes.  (R. at 5.)  Chatnoir additionally 

advertises to users of VuToob, the online service provider which hosts 

the allegedly infringing material in this case.  (R. at 5.)  VuToob 

allows users to post and access material and has a policy to regulate 

uploaded material on its site.  (R. at 5.)  VuToob removes offending 

videos when contacted by copyright holders and provides further 

protection from copyright infringement by using filtering software to 

search for and disallow potentially infringing materials.  (R. at 5.)  

Therefore, VuToob would not be liable under a theory of contributory 

infringement.  Because VuToob is not a contributory infringer it is 

not a “known source of infringement.” 

b.  Chatnoir's internal communications contain 

no statements of intent to induce 

infringement. 

 

  Chatnoir never intended for Aardvark Lite to be used for 

infringing purposes.  The Court in Grokster primarily relied on the 

defendants' internal communications to determine whether they aimed at 

a known source of infringement.  545 U.S. at 939.  To find intent the 

communications must prove an unlawful purpose by the defendant's own 

statements.  Columbia Pictures Indus. v. Fung, No. CV 06-5578 

SVW(JCX), 2009 LEXIS 122661, at *39 (C.D. Cal. Dec. 21, 2009).  

Internal communications that show unlawful purposes include 
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contemplated press campaigns promoting and publicizing a service 

similar to a known source of infringement, such as Napster.  

LimeGroup, 715 F. Supp. 2d at 510-11.  Additionally, acknowledgement 

of infringing use can show an unlawful purpose, such as when a 

company’s employees referred to their site as offering “piracy, porno 

and pictures.”  USENET.com, 633 F. Supp. 2d at 152. 

 Unlike the internal communications in USENET.com, Chatnoir's 

internal communications never acknowledge that its product was used 

for infringing purposes or reveal any other unlawful purpose.  

Instead, Chatnoir's internal memos and e-mails show its intention that 

Aardvark Lite only be used for lawful purposes.  (R. at 7.)  Chatnoir 

did not consider infringing use problematic because videoconferencing 

was the primary purpose of the software.  (R. at 7.)  The internal 

communications also reveal that Aardvark Lite would cease to function 

after a limited time and that VuToob protects its website from 

copyright infringement.  (R. at 7.) 

  Mr. Rocker, the CEO of Chatnoir, acknowledged that by advertising 

Aardvark Lite's use with VuToob it may provide Chatnoir with a new 

demographic of users.  (R. at 9.)  Runaway Scrape alleges this is an 

acknowledgement that Aardvark Lite was used for infringing purposes. 

Unlike an acknowledgment of “piracy, porno and pictures” by the 

company in USENET.com, Mr. Rocker's statement refers to potential 

customers themselves—specifically younger Internet users.  Recent 

studies show that, despite prolific use of media such as 

videoconferencing for personal use, young adults between 18-30 do not 

use videoconferencing for business use as frequently as adults between 
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31-44.
1
  Mr. Rocker's statements show intent to attract users of 

videoconferencing for personal use to the upcoming Aardvark Pro for 

business use, a completely lawful purpose.  Therefore, none of 

Chatnoir's internal business communications reveal intent to induce 

infringement. 

c.  Chatnoir did not advertise an infringing 

use by advertising how Aardvark Lite can be 

used with VuToob. 

 

  Chatnoir advertises primarily to businesses and advertises that 

Aardvark Lite can archive audio from material on VuToob.  Explicitly 

advertising an infringing use shows an affirmative intent that a 

product be used for infringing purposes.  Grokster, 545 U.S. at 936.  

Advertisements that mention copyrighted works constitute an inference 

that they are used to show a product's infringing use.  Fung, 2009 

LEXIS 122661, at *39.  For example, a solicitation for infringing 

activity was a “Box Office Movie” feature that linked to webpages 

allowing users to download exclusively copyrighted movies.  Id.  

However, when the copying of material is authorized, advertising such 

copying does not show intent to induce infringement.  See Sony, 464 

U.S. at 438 (implying an advertisement to use a Video Tape Recorder to 

“record your favorite shows” did not encourage infringement). 

 Affirmative intent is also shown when the advertising can be 

associated with words encouraging infringement or known sources of 

infringement.  See USENET.com, 633 F. Supp. 2d at 152.  In USENET.com, 

the defendant used meta-tags, words programmed into search engines so 

that an advertisement will appear on the screen when those words are 

                                                 
1 See The Wall Street Journal, Market Watch, 

http://www.marketwatch.com/story/gen-x-driving-social-networking-

at-work-not-gen-y-citrix-online-study-finds-2010-10-

19?reflink=MW_news_stmp (last visited Dec. 4, 2010). 
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searched for.  Id.  The meta-tags included “warez,” Internet slang for 

piracy, and “kazaa,” a known source of copyright infringement.  Id.  

This use showed intent to pursue “infringement-minded users.”  Id.   

 Unlike the companies in Fung and USENET.com, Chatnoir advertises 

primarily to a business market through e-mails to current clients and 

through advertisements on business webpages.  (R. at 5-6.)  Chatnoir 

suggested to its current clients and the viewers on its webpage that 

Aardvark Lite can be used to “make audio recordings of your favorite 

VuToob videos.” (R. at 5.)  Unlike the link in Fung that explicitly 

directed users to copyrighted materials, Chatnoir's advertisement 

referencing VuToob does not encourage infringement because VuToob 

polices its own website for infringing material.  (R. at 5.)  It also 

contains a substantial amount of material that is not copyrighted or 

is authorized for copying.  (R. at 5.) 

 Chatnoir's suggestion to “download your favorite VuToob videos” 

is like the advertisement in Sony to use the Video Tape Recorder to 

“record your favorite shows.”  See Sony, 464 U.S. at 438. Because a 

substantial amount of the material on VuToob is not copyrighted or is 

authorized for copying, advertising that Aardvark Lite can copy 

material on VuToob is not advertising an infringing use.  To find 

Chatnoir liable on this basis would, in effect, modify the shield of 

liability protection created in Sony for products capable of 

substantial non-infringing use. 

  Chatnoir also uses meta-tags for search engines where searching 

“VuToob,” “downloads,” and “music” would result in an advertisement 

for Aardvark Lite.  (R. at 6.)  The meta-tags Chatnoir uses are not 

associated with infringement like the ones used in USENET.com, which 
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expressly referred to online piracy and known sources of infringement.  

VuToob is not a known source of infringement. And the words 

“downloads” and “music” are not associated with encouraging 

infringement because of the amount of authorized downloading of music 

on the Internet.  See (R. at 6.)  Therefore, by advertising Aardvark 

Lite's capabilities with VuToob and using meta-tags associated with 

VuToob, Chatnoir did not advertise an infringing use. 

d.  Chatnoir did not instruct users to engage 

in infringing use when it instructed users 

how to lawfully use Aardvark Lite. 

 

  Chatnoir instructs users to lawfully use Aardvark Lite.  Evidence 

of instructions on how to engage in infringing use is another method 

of showing affirmative intent.  Grokster, 545 U.S. at 936.  One such 

instruction was a tutorial that only gave as an example how to file-

share copyrighted material.  See In re Aimster Copyright Litig., 334 

F.3d 643, 651 (7th Cir. 2003).  Another example would be providing 

technical assistance to users expressly seeking copyrighted works.  

See Fung, 2009 LEXIS 122661, at *44.  Additionally, a disclaimer 

against infringing use is not a “red flag” of infringement.  Perfect 

10, Inc. v. CCBill LLC, 488 F.3d 1102, 1114 (9th Cir. 2007). 

  Chatnoir only gave instructions on how to lawfully use Aardvark 

Lite.  (R. at 5.)  It never gave instructions with an example of an 

infringing use or responded to requests of users asking how to engage 

in infringing use.  In fact, Chatnoir intended to prevent infringement 

by including a disclaimer warning users against illegal or unethical 

use.  (R. at 5.)  Therefore, Chatnoir did not instruct users to engage 

in infringing activity. 
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e.  Chatnoir did not develop aspects of 

Aardvark Lite so that it could be used for 

infringing purposes. 

 

  Aardvark Lite was developed specifically for videoconferencing in 

low-bandwidth areas.  The Court in Grokster considered the fact that 

the defendants’ software functioned similarly to Napster's file-

sharing software, supporting an inference that it was developed for 

infringing purposes.  545 U.S. at 939.  In Fung, the defendants were 

liable because they specifically developed a program to easily locate 

copyrighted materials.  2009 LEXIS 122661, at *51-52.  In Limegroup, 

the defendant was liable because it tested its program's file-sharing 

capabilities by searching for an unauthorized song.  715 F. Supp. 2d 

at 511. 

Aardvark Lite was developed to allow users in low-bandwidth 

locations to participate in videoconferencing by streaming and 

archiving only the audio portion of the teleconference.  (R. at 4.)  

Unlike the defendants in Fung and Limegroup who developed programs 

specifically for infringing use and tested their software for 

infringing use, Chatnoir did not develop Aardvark Lite to be used for 

infringing purposes.  (R. at 7.)  In fact, Chatnoir protected against 

infringing use by limiting Aardvark Lite's use to a six-month time 

period and relying on VuToob to police its website.  (R. at 7.)  

Therefore, Chatnoir did not develop aspects of Aardvark Lite to be 

used for infringing purposes. 

  VuToob is not a known source of infringement, and by advertising 

to VuToob users Chatnoir did not aim at a known source of 

infringement.  Chatnoir did not otherwise advertise or instruct how to 

engage in infringing use of Aardvark Lite.  Chatnoir did not 
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acknowledge infringing use in its internal business communications and 

did not develop aspects of Aardvark Lite to be used explicitly for 

infringing purposes. For these reasons, Chatnoir did not aim at a 

known source of infringement, and the first feature is not met. 

2. Chatnoir is not liable for contributory infringement 

simply by not having a filter or other mechanism to 

diminish infringing activity. 

 

  The lack of a filter or other mechanism to diminish infringing 

activity—the second feature the Court must consider—cannot by itself 

impose liability.  Grokster, 545 U.S. at 939 n. 12.  Doing so would 

“tread too close” to the protection from liability established in 

Sony.  Id.   

 Liability is established when a defendant has a way to filter 

infringing material and uses it only for other purposes, such as 

prohibiting users from uploading “spam” or limiting certain users' 

downloading speed.  See USENET.com, 633 F. Supp. 2d at 153.  But when 

a website administers a “notice and take down” system of removing 

counterfeit materials and filters such materials from being advertised 

on its site, it is not liable for contributory trademark infringement, 

which is comparable to contributory copyright infringement.  See 

Tiffany Inc. v. eBay, Inc., 600 F.3d 93, 99 (2d Cir. 2010). 

 Additionally, courts should be extremely cautious in creating a 

legal standard for developing a filter.  A filter cannot reach the 

level of sophistication to recognize legal concepts such as fair use, 

which requires the weighing of a variety of factors.  Jane C. 

Ginsburg, Separating the Sony Sheep from the Grokster Goats:  

Reckoning the Future Business Plans of Copyright-Dependent Technology 

Entrepreneurs, 50 Ariz. L. Rev. 577, 588 (2008).  By mandating 
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filters, a court could prevent the fair use of copyrighted material 

being available on the Internet.  Id. at 588-90.  This would 

contravene the public policy of promoting broad public availability of 

creative works.  Sony, 464 U.S. at 432 (quoting Fox Film Corp. v. 

Doyal, 286 U.S. 123, 128 (1932)). 

  Unlike the website in USENET.com, which had filtering software 

but did not use it to filter infringing material, Aardvark Lite does 

not have filtering software and there is no evidence here showing that 

it was possible for Chatnoir to develop filtering software.  Aardvark 

Lite was a test of the new features of Aardvark Pro, and there was no 

need to develop a filter because it would only function for a limited 

six-month period of time.  (R. at 7.)  Any potential infringing use 

was prohibited by VuToob's own policies and filtering software.  (R. 

at 7.)  VuToob has filtering software and a policy and reputation for 

removing infringing material when notified, like the “notice and take 

down” system in eBay.  See (R. at 5.)  By mandating the use of an 

additional filter for a product like Aardvark Lite or stricter 

filtering policies than those of VuToob, the Court risks blocking 

public availability of authorized copyrighted works.  For these 

reasons, and because Runaway Scrape cannot prove any of the other 

features of intent, Chatnoir is not liable simply for not developing a 

filter or other mechanism to diminish infringing use. 

3.  Chatnoir's business model does not show intent to 

induce infringement because it does not profit from 

continued infringing use. 

 

Chatnoir's business model depends on the successful launch of 

Aardvark Pro, not the continued use of Aardvark Lite.  The third 

feature the Court must consider is whether the commercial success of 
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the business depends on high-volume use of a service or product that 

is used overwhelmingly for infringement.  Grokster, 545 U.S. at 940.  

This evidence alone would not justify liability.  Id.  Only if the 

other features are met will profitability of infringing use support an 

inference of unlawful intent.  Id.   

For example, the defendants in Grokster profited from advertising 

space displayed on the screen of computers employing their software 

for specific time periods.  Id.  When the software was used for a 

longer period, more advertising space was sold, and more money was 

generated.  Id.  The Court viewed this as evidence of intent because 

the companies' success depended on high-volume use of the software and 

other evidence showed the use was for infringing purposes.  Id. 

Chatnoir's revenue does not depend at all on continual use of 

Aardvark Lite, which may only be used for a six-month time period and 

is downloadable for free.  (R. at 4.)  The purpose of Aardvark Lite is 

to promote Aardvark Pro.  (R. at 4.)  Chatnoir has an advertising 

agreement with VuToob where it receives a fraction of a cent every 

time a user clicks on VuToob's advertising on Chatnoir's website.  (R. 

at 17.)  Unlike the advertising scheme in Grokster, which depended on 

the continued infringing use of the defendants’ service, Chatnoir's 

advertising agreement with VuToob is not connected with the use of 

Aardvark Lite, but rather with visiting Chatnoir's website.  And 

Chatnoir does not rely on this advertising as its main source of 

revenue as the defendants in Grokster did.  Advertising agreements 

like Chatnoir's are commonplace on the Internet; for example, Runaway 

Scrape has a similar agreement with VuToob, (R. at 17). 
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Additionally, there must be evidence that the infringing use is 

“overwhelming.”  Fung, 2009 LEXIS 122661, at *38. The Court in 

Grokster found that when 90 percent of the use was infringing, it was 

overwhelming. 545 U.S. at 922.  Other courts have consistently found 

overwhelming infringing use to consist of over 90 percent of total 

use.  See Limegroup, 715 F. Supp. 2d at 495 (stating 95% of use was 

infringing); see also USENET.com, 633 F. Supp. 2d at 131 (stating over 

94% of use was infringing).  The 70 percent of infringing use here is 

much less than 90 percent; therefore, the infringing use in this case 

is not overwhelming.  For these reasons, Chatnoir does not profit from 

continued infringing use and the third feature is not met. 

  Chatnoir's marketing did not aim at a known source of 

infringement by advertising Aardvark Lite's capabilities with VuToob.  

It also did not profit from continued infringing use, failing to 

satisfy two of the features of intent.  The sole feature of intent 

that Chatnoir may meet is not developing a filter to prevent its users 

from using Aardvark Lite for infringing use. This alone is not enough 

to establish liability.  Grokster, 545 U.S. at 939.  Therefore, 

Chatnoir did not show intent to induce infringement through clear 

expression or affirmative conduct. 

B.  Aardvark Lite Is Capable of Substantial Non-Infringing Use 

Because Its Purpose is for Videoconferencing and a Substantial 

Amount of What It Copies is Authorized. 

 

 Chatnoir is shielded from liability for material contribution to 

infringement because Aardvark Lite is capable of substantial non-

infringing use.  Runaway Scrape argues that intent may be imputed when 

an actor knowingly takes steps that are substantially certain to 

result in direct infringement.  See Amazon.com, 508 F.3d at 1171.  
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This test, however, is applied only under a theory of material 

contribution.  See Fung, 2009 LEXIS 122661, at *25-26 (citing 

Amazon.com, 508 F.3d at 1172).  The elements of a material 

contribution claim are actual or constructive knowledge of the 

infringing activity and a means to facilitate infringement.  

Limegroup, 715 F. Supp. 2d at 515. 

 Material contribution imputes liability where it may be presumed 

a distributor intended to infringe on another's copyright because its 

product is capable only of infringing uses.  See Grokster, 545 U.S. at 

932.  Therefore, when a product is capable of substantial non-

infringing use it is shielded from liability.  Sony, 464 U.S. at 442.  

The rule is clear, forward-looking, and practical, and it deliberately 

makes it difficult for courts to find secondary liability where new 

technology is at issue, such as the innovative teleconferencing 

software here.  See Grokster, 545 U.S. at 957-58 (Breyer, J., 

concurring).  The risk and uncertainty of any modification to the 

shield of liability established in Sony would result in a “chill of 

technological development.”  Id. at 960. 

  At issue in Sony was the time-shifting ability of the Video Tape 

Recorder (VTR), allowing a user to record a television program to 

playback at a later time.  Sony, 464 U.S. at 419.  The Court found 

that roughly nine percent of the recording was non-infringing because 

it was authorized by the programming's proprietors and included the 

copying of sports, religious, educational, and other fair-use 

programming.  Id. at 444, 446.  Therefore, the VTR was capable of 

substantial non-infringing use.  Id. 
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 Aardvark Lite was developed to allow videoconferencing in low-

bandwidth areas.  (R. at 4.)  Videoconferencing is a non-infringing 

use.  And similar to the recording capabilities of the VTR, Aardvark 

Lite allows users to record audio from videos posted on the Internet 

and listen to them later.  VuToob allows users to post home videos, 

commentary, and personal artistic videos, the copying of which 

constitutes 30 percent of Aardvark Lite's use.  (R. at 5, 8.)  The 30 

percent of authorized copying is much greater than the nine percent of 

similarly authorized copying established in Sony.   

Aardvark Lite is a new technology and, like the VTR in Sony at 

the time, the full capability of the technology it utilizes is not 

known.  Therefore, Aardvark Lite is capable of substantial non-

infringing use.  Because Aardvark Lite is capable of substantial non-

infringing use, Chatnoir is shielded from liability under a theory of 

material contribution. 

  Chatnoir is not liable under a theory of intent to induce 

infringement.  It did not aim at a known source of infringement or 

profit from infringing use.  Chatnoir did not develop a filter, but 

that is not enough to impose liability.  Runaway Scrape must therefore 

proceed under a theory of material contribution and rely on evidence 

of Aardvark Lite's characteristics.  To protect new technology, even 

when it is used to infringe, the Court established the Sony rule that 

shields a product from liability when it is capable of substantial 

non-infringing use.  Because Aardvark Lite is capable of substantial 

non-infringing use, it is shielded from liability.  The decision of 

the Court of Appeals for the Fourteenth Circuit should be affirmed. 
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II.  THE DOMAIN NAME “www.aardvarks.com” LIKELY DILUTES CHATNOIR’S 

AARDVARK TRADEMARKS IN VIOLATION OF THE TRADEMARK DILUTION 

REVISION ACT. 

 

Trademark protection is inherent in the Constitution, which gives 

exclusive rights to authors and inventors for their respective 

writings and discoveries.  U.S. Const. art. I, § 8, cl. 8.  A 

trademark is the property of its holder and is legally protected from 

dilution.  Dilution occurs when another party uses a famous mark 

without authorization, which reduces the public’s perception that the 

mark signifies something unique, singular, or particular.  H.R. Rep. 

No. 109-23, at 4 (2005), reprinted in 2006 U.S.C.C.A.N. 972, 1092.  

Specifically, domain name dilution occurs when a third party 

incorporates a famous trademark into an Internet domain name, 

impairing the mark’s uniqueness.  2-5A Anne Gilson LaLonde & Jerome 

Gilson, Gilson on Trademarks § 5A.01 (MB eds. 2010), available at 

LexisNexis 2-5A Gilson on Trademarks § 5A.01.  Here, Chatnoir owns the 

federally registered “Aardvark” trademarks, (R. at 3), which are 

diluted by Runaway Scrape’s domain name “www.aardvarks.com.”  

Federal dilution law protects famous trademarks from unauthorized 

uses that are likely to impair their distinctiveness or harm their 

reputation.  Famous trademarks are protected from subsequent uses that 

dilute or blur the distinctiveness of the mark even in the absence of 

a likelihood of confusion.  Moseley v. V Secret Catalogue, Inc., 537 

U.S. 418, 431 (2003).  The dilution of a trademark can result in the 

loss of its distinctiveness and even the owner’s right to continue to 

protect it.  Id.   

Congress passed the Trademark Dilution Revision Act (TDRA), 15 

U.S.C. § 1125 (2010), to clarify that a likelihood of dilution—not 
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just actual dilution—is actionable, and marks with either inherent or 

acquired distinctiveness are eligible for protection.  H.R. Rep. No. 

109-23, at 8; see Gilson, supra, § 5A.01.  By requiring only a 

likelihood of dilution to guarantee protection, Congress intended “to 

strengthen [a] trademark owner’s defense against the use of other 

similar marks . . . .”  H.R. Rep. No. 109-23, at 7.  Examples of 

actionable dilution claims include: the chemical company DUPONT suing 

someone marketing DUPONT shoes; the car company BUICK suing someone 

marketing BUICK aspirin; and the camera company KODAK suing someone 

marketing KODAK pianos.  See H.R. Rep. No. 104-374 (1995), reprinted 

in 1995 U.S.C.C.A.N. 164, 1029; see also Moseley, 537 U.S. at 431.  

These companies own famous and distinct trademarks that would be 

diluted by those junior marks.  Here, the Aardvark trademarks are 

famous and distinct, (R. at 13), and the junior diluting mark is 

“www.aardvarks.com.”    

The owner of a famous and distinct mark is entitled to an 

injunction when another person uses a junior mark, which incorporates 

the trademark in a way that is likely to dilute its distinctiveness at 

any time after the senior mark has become famous.  15 U.S.C. § 

1125(c)(1) (2010).  The presence or absence of confusion, competition, 

or actual economic injury does not need to be shown.  Id.  Rather, 

dilution by blurring is an “association arising from the similarity 

between a mark or trade name and a famous mark that impairs the 

distinctiveness of the famous mark.” § 1125(c)(2)(B).  To determine 

whether dilution by blurring has occurred, the Court may consider six 

factors established by Congress:  
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i. the degree of similarity between the marks; 

ii. the degree of inherent or acquired distinctiveness of 

the famous mark; 

iii. the extent to which the owner of the famous mark is 

engaging in substantially exclusive use of the mark; 

iv. the degree of recognition of the famous mark; 

v. whether the user of the mark or trade name intended to 

create an association with the famous mark; and 

vi. any actual association between the mark or trade name 

and famous mark. 

 

§ 1125 (c)(2)(B)(i-vi); see H.R. Rep. No. 109-23, at 8. 

 The TDRA also includes fair use exceptions.  Fair use exceptions 

are privileges for a party, other than the owner of the protected 

material, to use the protected material in a reasonable manner without 

the owner’s consent.  Harper & Row, Publishers v. Nation Enters., 471 

U.S. 539, 549 (1985).  However, a fair use exception is unavailable 

when a party uses the famous mark “as a designation of source [to 

identify] the person’s own goods or services.”  § 1125(c)(3)(A).   

Here, Runaway Scrape used Chatnoir’s Aardvark trademarks in its domain 

name “www.aardvarks.com” to identify its service, the website.  

Therefore, it has no fair use defense.  

In the trademark dilution context, this Court should review the 

lower court’s factual determination as to each TDRA factor for clear 

error, while the balancing of the factors is a matter of law subject 

to de novo review.  See Starbucks Corp. v. Wolfe’s Borough Coffee, 

Inc., 588 F.3d 97, 105 (2d Cir. 2009).  A factual determination is not 

clearly erroneous unless the Court has a definite and firm conviction 

that the lower court committed a mistake.  United States v. United 

States Gypsum Co., 333 U.S. 364, 395 (1948).  A mistake has been 

committed if a factual finding seems so improbable as to belie belief, 

Mar Oil, S.A. v. Morrissey, 982 F.2d 830, 842 (2d Cir. 1993), is 

incredible on the admitted facts, Carr v. Allison Gas Turbine 
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Division, General Motors Corp., 32 F.3d 1007, 1011 (7th Cir. 1994), or 

is inconceivable, United States v. Fidelity Capital Corp., 920 F.2d 

827, 840 (11th Cir. 1991).   

When a trial court’s factual findings have been reviewed and 

affirmed by an intermediate appellate court, this Court will not 

lightly overturn the concurrent findings of the lower courts.  Hunt v. 

Cromartie, 532 U.S. 234, 242 (2001).  Here, the Fourteenth Circuit 

affirmed the district court’s findings that the TDRA factors weigh in 

favor of Chatnoir.  Because these findings are not incredible on the 

admitted facts the Court of Appeals’ decision should be affirmed.    

A.  “www.aardvarks.com” Dilutes Chatnoir’s Aardvark Trademarks by 

Blurring Because an Association Arises from the Similarity of the 

Marks and the Domain Name Impairs the Distinctiveness of the 

Aardvark Trademarks.   

 

When a trademark owner asserts a dilution claim it must prove its 

mark is both famous and distinctive.  § 1125(c)(1).  Runaway Scrape 

concedes that Chatnoir’s Aardvark trademarks are famous and 

distinctive.  (R. at 13.)  The trademark owner must also prove that 

the other party commenced the use of a mark or trade name in commerce 

after the owner’s mark became famous.  § 1125(c)(1).  The band 

concedes that its domain name was the use of a mark in commerce. (R. 

at 13.)  Chatnoir first received a federally registered trademark in 

2003 for “Aardvark Media.”  (R. at 3.)  In 2007, Chatnoir launched the 

“Aardvark Lite” product.  (R. at 5.)  Runaway Scrape did not create 

“www.aardvarks.com” until after it became aware of the Aardvark Lite 

product in 2007.  (R. at 7.)   

The findings at trial are not clearly erroneous and show that 

factors (ii) and (iv) weigh in favor of Chatnoir because Runaway 

Scrape concedes that the Aardvark trademarks are famous and 
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distinctive; and factors (i), (iii), (v), and (vi) also weigh in favor 

of Chatnoir.  The Court of Appeals found no error in the determination 

of these factors.  Therefore, findings of these factors, weighed under 

a de novo review, are in favor of Chatnoir.   

1.  The domain name “www.aardvarks.com” is substantially 

similar to Chatnoir’s Aardvark trademarks.  

 

The Court of Appeals did not commit clear error when it affirmed 

the district court’s findings of fact, under the first TDRA factor, 

that Runaway Scrape’s domain name “www.aardvarks.com” is substantially 

similar to the Aardvark trademarks. (R. at 14.)  

The domain name likely dilutes the Aardvark trademarks regardless 

of whether the public would confuse the marks.  Dilution by blurring 

can be established absent actual or likely confusion.  § 1125(c)(1).  

A trademark holder is also not required to show competition between 

the marks.  Jada Toys, Inc. v. Mattel, Inc., 518 F.3d 628, 634 (9th 

Cir. 2008).  But there must be some degree of similarity between the 

marks.  § 1125(c)(2)(B)(i).  When determining the degree of 

similarity, courts look to the overall impression created by the 

famous trademark and the context in which the competing marks are 

found.  Star Indus., Inc. v. Bacardi & Co. Ltd., 412 F.3d 373, 386 (2d 

Cir. 2005).  The only context that matters is that the marks are both 

used in commerce.  Visa Int’l Serv. Ass’n v. JSL Corp., 610 F.3d 1088, 

1092 (9th Cir. 2010).  Here, Runaway Scrape concedes that its domain 

name is used in commerce, (R. at 13), and the Aardvark trademarks are 

also used in commerce.    

The high degree of similarity between the domain name and 

Chatnoir’s trademarks likely dilutes the trademarks’ distinctiveness.  

A high degree of similarity exists when two marks are nearly 
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identical.  See Moseley, 537 U.S. at 434.  The diluting mark must be 

similar but it need not be “substantially” similar to be afforded 

trademark protection.  Starbucks, 588 F.3d at 107-08.  An actionable 

claim against a similar mark includes the mark “OrbiTrek” which 

diluted the famous bicycle trademark “TREK” because the junior mark 

incorporated the same word as the senior mark.  Thane Int’l, Inc. v. 

Trek Bicycle Corp., 305 F.3d 894, 907 (9th Cir. 2002).  Similarly, a 

publishing company’s use of the famous mark INTEL in short phrases 

that promoted its own products was found to likely dilute Intel 

Corporation’s protected trademark because the marks were nearly 

identical and INTEL was widely associated with Intel Corporation.  

Intel Corp. v. Am. News Intel Publ’n, 2010 U.S. Dist. LEXIS 69386, at 

*12-14 (N.D. Cal. July 12, 2010).   

When a domain name incorporates the entire word of a protected 

trademark the two marks are similar.  Trademark dilution laws are 

intended to prevent two or more products from competing for 

association with the same word, such as a famous trademark used in a 

domain name.  See JSL, 610 F.3d at 1091.  In JSL, the Ninth Circuit 

found that the use of “www.evisa.com” to refer to a good or service 

other than a travel visa created a multiplication of the meaning of 

the word “visa.”  Id. at 1092.  This is the essence of blurring.  Id.  

The domain name diluted the famous “Visa” trademark and the marks were 

effectively identical.  Id. at 1090.  The addition of an “e” was not 

enough to distinguish the two marks, especially in the context of 

domain names on the Internet.  Id.  Additionally, the domain name 

“PerfumeBay.com” incorporated the entirety of the famous mark “eBay,” 

and because eBay’s mark was so distinctive and strong this factor 
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weighed heavily in favor of eBay.  PerfumeBay.com, Inc. v. eBay, Inc., 

506 F.3d 1165, 1174 (9th Cir. 2007).   

Just as the many examples of similarity between the marks cited 

above, Runaway Scrape’s domain name “www.aardvarks.com” incorporates 

the entirety of Chatnoir’s Aardvark trademarks.  Here, the addition of 

an “s” to “aardvark” in no way distinguishes “www.aardvarks.com” from 

Aardvark products.  Although the addition of an “s” to “aardvark” may 

render the domain name not exactly identical, all examples above are 

less similar than the two marks here and dilution was still found in 

those cases.   

Additionally, the domain name likely dilutes the Aardvark 

trademarks notwithstanding its purpose.  Just as the competing marks 

and domain names in Intel and PerfumeBay.com were found to be so 

similar because they were used in the same setting, both 

“www.aardvarks.com” and Aardvark products are used in the 

technological setting.  This increases the likelihood of dilution.  

Because the Aardvark trademarks are famous and distinct, a finding of 

similarity between the marks weighs heavily in favor of Chatnoir.   

The district court found as a fact that “www.aardvarks.com” is 

highly similar to the Aardvark trademarks; this finding was affirmed 

by the Court of Appeals.  (R. at 14.)  Because this finding is not 

incredible on the admitted facts the Court of Appeals did not commit 

clear error by affirming the district court’s findings.  See Carr, 32 

F.3d at 1011.  This Court should affirm the Court of Appeals’ decision 

on this factor.   
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2.  The Aardvark trademarks are exclusively used by 

Chatnoir in the telecommunications arena. 

 

The second factor to consider under the TDRA concerns whether a 

mark holder is engaged in exclusive use of the mark.  § 1125 

(c)(2)(B)(iii).  Chatnoir has been exclusively creating innovative 

teleconferencing software with the Aardvark trademarks since 2003.  

(R. at 3.)  Aardvark Media is one of Chatnoir’s most successful 

products and is acclaimed by numerous American businesses.  (R. at 3-

4.)  Its success prompted Chatnoir to create new features that were 

available with the Aardvark Lite product.  The high degree of 

recognition and cutting-edge features indicate that the Aardvark 

trademarks are exclusive in the technological setting.  

The TDRA does not require the trademark to be the absolute 

exclusive use of the owner, but merely “substantially exclusive.”  V 

Secret Catalogue v. Moseley, 558 F. Supp. 2d 734, 746 (W.D. Ky. 2008).  

When a mark is famous, as conceded here, it is widely recognized by 

the general consuming public as a source designation of the goods or 

services of the mark’s owner.  H.R. Rep. No. 109-23, at 8.  

Designation of source simply means that the mark is associated with a 

particular good or service, just as the Aardvark trademarks are 

associated with Chatnoir’s telecommunications software.  When the 

famous mark is distinct in its nature, it has the ability to uniquely 

identify a single source and thus maintains its selling power.  Louis 

Vuitton Malletier v. Haute Diggity Dog, LLC, 507 F.3d 252, 265 (4th 

Cir. 2007).  “Trademarks [also] give customers assurance that the 

goods or services they are buying are what customers think they are.”  

151 Cong. Rec. H2121 (daily ed. Apr. 19, 2005) (statement of Rep. 

Smith).  Chatnoir’s Aardvark products are well-known teleconferencing 
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software with proven selling power.  Therefore, Chatnoir exclusively 

uses the Aardvark trademarks in the technological setting.    

“Aardvark” may be an ordinary word, but Chatnoir’s Aardvark 

trademarks are widely recognized as teleconferencing software.  When a 

trademark word is also a word with a dictionary definition the 

trademark deserves protection when the word is likely to be 

descriptive or suggestive of the trademarked good.  JSL, 610 F.3d at 

1091.  It is enough to warrant trademark protection if the word is 

associated in a unique and particular context, such as 

telecommunications.  See id.  The common word “visa” was associated 

with the world’s top brand in financial services which proved its 

uniqueness as a widely known trademark.  Id. at 1090-91.  Because the 

Visa trademark was so famous in the financial world, the Ninth Circuit 

guaranteed its protection.  Likewise, Chatnoir’s Aardvark products are 

uniquely associated with teleconferencing technology and famous 

throughout the nation.  The trademarks’ conceded distinctiveness and 

fame is enough to warrant Chatnoir trademark protection.   

Additionally, Runaway Scrape is preventing Chatnoir from 

expanding the reach of its trademark on the Internet.  When a 

trademark is used by a third party, the mark holder is blocked from 

expanding the use of its mark directly to other goods.  Chatnoir is 

continuing to expand its Aardvark products with its newest software, 

Aardvark Pro.  (R. at 4.)  Chatnoir advertises its products on the 

Internet, and when a company advertises or sells its products on the 

Internet it wants a recognizable domain name to make it easier for 

consumers to find its website.  See Panavision Int’l, L.P. v. Toeppen, 

141 F.3d 1316, 1319 (9th Cir. 1998).  Chatnoir advertises its products 
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on search engines and business websites.  (R. at 6.)  Chatnoir is now 

blocked from using “www.aardvarks.com” to reach the public.  

The conceded fame and distinctiveness of the Aardvark marks are 

extremely important to their exclusivity in the telecommunications 

arena.  The trademark is what actually sells the goods and its 

distinctiveness, in effect, is its selling power.  Frank I. Schechter, 

The Rational Basis of Trademark Protection, 40 Harv. L. Rev. 813 

(1927), reprinted in 60 T.M.R. 334 (1970).  A distinct and unique good 

creates a deep impression on the public conscience, which warrants 

greater protection.  Id.  The essence of a dilution claim is that an 

association with another mark impairs the strength and distinctiveness 

of the famous mark.  In fact, eight percent of Chatnoir’s customers 

surveyed associated “www.aardvarks.com” with the Aardvark trademarks.  

(R. at 8.)  Because “www.aardvarks.com” is so similar to the Aardvark 

trademarks, the trademarks will lose the ability to serve as a unique 

identifier of Chatnoir’s technologically innovative products.  This 

creates a strong presumption that protection is needed for Chatnoir’s 

trademarks.  Because Chatnoir is engaged in the exclusive use of the 

Aardvark trademarks, this factor weighs in its favor.   

3.  By using a substantially similar mark, Runaway Scrape 

intended to associate and actually associated 

“www.aardvarks.com” with Chatnoir’s Aardvark products. 

 

The Court of Appeals did not commit clear error when it affirmed 

the district court’s finding that “www.aardvarks.com” is associated 

with the Aardvark trademarks.  (R. at 15.)  Here, factors (v), intent 

to associate, and (vi), actual association, are considered together. 

See § 1125(c)(2)(B)(v-vi).  Because “www.aardvarks.com” is highly 

similar to the Aardvark trademarks and Runaway Scrape directed a quote 
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on its website at Chatnoir, the domain name is associated with 

Aardvark products.   

A notable similarity between two marks is enough to call into 

question the intent to associate.  V Secret Catalogue, 558 F. Supp. 2d 

at 747.  For example, the fact that the name “Victor’s Little Secret” 

was nearly identical to “Victoria’s Secret” warranted a finding that 

the junior user intended to associate with the famous senior mark.  

Id.  As proven above, the use of “aardvarks” in the domain name is 

nearly identical to the Aardvark trademarks because it incorporates 

the mark in its entirety, which establishes intent to associate with 

the trademarks.   

Under these association factors, direct evidence of dilution, 

such as consumer surveys, are not necessary if a likelihood of 

dilution can be reliably proven through circumstantial evidence, such 

as when two marks are identical.  Moseley, 537 U.S. at 434.  Here, the 

consumer survey indicated that eight percent of Chatnoir’s customers 

actually associated Aardvark products with “www.aardvarks.com.”  (R. 

at 8.)  The Court of Appeals affirmed the district court’s finding 

that this was enough to weigh this factor in favor of a finding of 

dilution.  (R. at 15.)     

When analyzing an association between the marks, the only context 

that matters is that the marks are both used in commerce as trademarks 

to identify a good or service.  JSL, 610 F.3d at 1092.  The Aardvark 

trademarks are used in commerce, and Runaway Scrape concedes that its 

domain name is used in commerce to sell its merchandise and music.  

(R. at 13.)  Therefore, this Court should recognize that, in the 
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context of commerce, Runaway Scrape associated with the Aardvark 

trademarks to profit on its own goods.   

A junior user is not relieved of liability even if it may have 

adopted its mark without directly intending to create an association 

with the famous mark.  Mead Data Cent. Inc. v. Toyota Motor Sales, 

U.S.A., Inc., 875 F.2d 1026, 1037 (2d Cir. 1989) (Sweet, J., 

concurring).  “[T]he fact that the junior user believes it can benefit 

commercially from copying the senior user’s trademark provides strong 

evidence of the likelihood of blurring.”  Id.  An innocent intention 

to associate also weighs in favor of a finding of a likelihood of 

dilution.  Starbucks, 588 F.3d at 109.  However, here, Runaway Scrape 

directed the quote “Get it the right way” on the “www.aardvarks.com” 

website, (R. at 7), at Chatnoir. Regardless of whether Runaway Scrape 

intended to associate “www.aardvarks.com” with the Aardvark 

trademarks, it is profiting on the Internet from the Aardvark name. 

If the Court also requires a mental association between the two 

marks, that association is likely to exist here.  Eight percent of 

Chatnoir customers surveyed actually associated the domain name with 

the products.  (R. at 8.)  Chatnoir is a leader in telecommunication 

technology and its line of Aardvark products are the cutting-edge of 

teleconferencing software.  Because both marks are located in a 

central technological setting, the Internet, “www.aardvarks.com” is 

associated with the Aardvark trademarks. 

The Court of Appeals affirmed the district court’s finding that 

the surveys supported the fact that people did associate the two 

marks.  (R. at 15.)  This Court should affirm because the Court of 
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Appeals committed no mistake in its review and these factors weigh in 

favor of Chatnoir. See United States Gypsum Co., 333 U.S. at 395.  

Runaway Scrape’s domain name “www.aardvarks.com” dilutes 

Chatnoir’s trademarks by blurring because, as proven above, the six 

statutory factors weigh in favor of a finding of dilution.  Runaway 

Scrape concedes that the trademarks are famous and distinctive.  (R. 

at 13.)  The use of the word “aardvarks” in the domain name is highly 

similar to the Aardvark trademarks.  The Aardvark products are 

exclusively known as innovative teleconferencing software.  And 

Runaway Scrape actually associated the domain name with the 

trademarks, as evidenced by customers’ association of the two marks.  

The Court of Appeals for the Fourteenth Circuit reviewed and affirmed 

the district court’s finding that the domain name dilutes the 

trademarks.  These findings present no clear error.  Therefore, this 

Court should affirm.  See Hunt, 532 U.S. at 242. 

B. Runaway Scrape Cannot Raise a Fair Use Defense Because It Used 

the Domain Name as a Designation of Source. 

 

Fair use is defined as a privilege for a party, other than the 

owner of the protected material, to use the protected material in a 

reasonable manner without the owner’s consent. Harper & Row, 471 U.S. 

at 549.  Fair use includes the use of a mark as “a nominative or 

descriptive fair use . . . [or for] identifying and parodying” the 

famous mark.  § 1125 (c)(3)(A).  However, this defense is not 

available when the junior user uses the trademark as a designation of 

source for the person’s own goods or services.  Id.   A designation of 

source means that the mark identifies a product or service of the 

junior user.  For example, in Starbucks, the defendant’s coffee was 

identified using the mark, “Charbucks,” which was found to be a 
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designation of source, and therefore the defendant did not qualify for 

a fair use defense under the TDRA.  588 F.3d at 112.  Similarly here, 

Runaway Scrape’s website—its service—is identified using the domain 

name “www.aardvarks.com.”  Therefore, the domain name serves as a 

designation of source and Runaway Scrape cannot prevail on any fair 

use defense.  

CONCLUSION 

 

Because Chatnoir is not liable for contributory copyright 

infringement and the use of the domain name “www.aardvarks.com” 

dilutes the Aardvark trademarks, Respondent respectfully requests this 

Court affirm the decision of the Court of Appeals for the Fourteenth 

Circuit.   

Respectfully submitted,  

        

______________________________________ 

Team 49 

Counsel for Respondent, Chatnoir, Inc.  
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APPENDIX A 

 

Trademark Dilution Revision Act 

 

15 U.S.C. § 1125 (2010).  False designations of origin, false 

descriptions, and dilution forbidden 

 

(c) Dilution by blurring; dilution by tarnishment. 

 

(1) Injunctive relief. Subject to the principles of equity, the owner 

of a famous mark that is distinctive, inherently or through acquired 

distinctiveness, shall be entitled to an injunction against another 

person who, at any time after the owner's mark has become famous, 

commences use of a mark or trade name in commerce that is likely to 

cause dilution by blurring or dilution by tarnishment of the famous 

mark, regardless of the presence or absence of actual or likely 

confusion, of competition, or of actual economic injury. 

   

(2)Definitions. 

    

(A) For purposes of paragraph (1), a mark is famous if it is 

widely recognized by the general consuming public of the 

United States as a designation of source of the goods or 

services of the mark's owner. In determining whether a mark 

possesses the requisite degree of recognition, the court may 

consider all relevant factors, including the following: 

          

(i) The duration, extent, and geographic reach of 

advertising and publicity of the mark, whether 

advertised or publicized by the owner or third 

parties. 

         

(ii) The amount, volume, and geographic extent of 

sales of goods or services offered under the 

mark. 

         

(iii) The extent of actual recognition of the 

mark. 

          

(iv) Whether the mark was registered under the 

Act of March 3, 1881, or the Act of February 20, 

1905, or on the principal register. 

 

(B) For purposes of paragraph (1), "dilution by blurring" 

is association arising from the similarity between a mark 

or trade name and a famous mark that impairs the 

distinctiveness of the famous mark. In determining whether 

a mark or trade name is likely to cause dilution by 

blurring, the court may consider all relevant factors, 

including the following: 

         

(i) The degree of similarity between the mark or 

trade name and the famous mark. 
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(ii) The degree of inherent or acquired 

distinctiveness of the famous mark. 

         

(iii) The extent to which the owner of the famous 

mark is engaging in substantially exclusive use 

of the mark. 

          

(iv) The degree of recognition of the famous 

mark. 

 

(v) Whether the user of the mark or trade name 

intended to create an association with the famous 

mark. 

 

(vi) Any actual association between the mark or 

trade name and the famous mark. 

 

(C) For purposes of paragraph (1), "dilution by 

tarnishment" is association arising from the similarity 

between a mark or trade name and a famous mark that harms 

the reputation of the famous mark. 

   

(3) Exclusions. The following shall not be actionable as dilution by 

blurring or dilution by tarnishment under this subsection: 

   

(A) Any fair use, including a nominative or descriptive 

fair use, or facilitation of such fair use, of a famous 

mark by another person other than as a designation of 

source for the person's own goods or services, including 

use in connection with-- 

          

(i) advertising or promotion that permits 

consumers to compare goods or services; or 

          

(ii) identifying and parodying, criticizing, or 

commenting upon the famous mark owner or the 

goods or services of the famous mark owner. 

       

(B) All forms of news reporting and news commentary. 

      

(C) Any noncommercial use of a mark. 

 

(4) Burden of proof. In a civil action for trade dress dilution under 

this Act for trade dress not registered on the principal register, the 

person who asserts trade dress protection has the burden of proving 

that— 

 

(A) the claimed trade dress, taken as a whole, is not 

functional  is famous; and 

 

(B) if the claimed trade dress includes any mark or marks 

registered on the principal register, the unregistered 

matter, taken as a whole, is famous separate and apart from 

any fame of such registered marks. 



 

A-3 

 

(5) Additional remedies. In an action brought under this subsection, 

the owner of the famous mark shall be entitled to injunctive relief as 

set forth in section 34. The owner of the famous mark shall also be 

entitled to the remedies set forth in sections 35(a) and 36 [15 U.S.C. 

§ 1117(a) and 1118], subject to the discretion of the court and the 

principles of equity if— 

 

(A) the mark or trade name that is likely to cause dilution 

by blurring or dilution by tarnishment was first used in 

commerce by the person against whom the injunction is 

sought after the date of enactment of the Trademark 

Dilution Revision Act of 2006 [enacted Oct. 6, 2006]; and 

 

      (B) in a claim arising under this subsection— 

 

(i) by reason of dilution by blurring, the person 

against whom the injunction is sought willfully 

intended to trade on the recognition of the 

famous mark; or 

 

(ii) by reason of dilution by tarnishment, the 

person against whom the injunction is sought 

willfully intended to harm the reputation of the 

famous mark. 

 

(6) Ownership of valid registration a complete bar to action. The 

ownership by a person of a valid registration under the Act of March 

3, 1881, or the Act of February 20, 1905, or on the principal register 

under this Act shall be a complete bar to an action against that 

person, with respect to that mark, that— 

 

     (A) 

          

(i) is brought by another person under the common 

law or a statute of a State; and 

 

(ii) seeks to prevent dilution by blurring or 

dilution by tarnishment; or 

 

(B) asserts any claim of actual or likely damage or harm to 

the distinctiveness or reputation of a mark, label, or form 

of advertisement. 

 

(7) Savings clause. Nothing in this subsection shall be construed to 

impair, modify, or supersede the applicability of the patent laws of 

the United States. 
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APPENDIX B 

 

U.S. Const. art. I, § 8, cl. 8 

 

[Congress shall have Power]  

 

[8] To promote the Progress of Science and useful Arts, by securing 

for limited Times to Authors and Inventors the exclusive Right to 

their respective Writings and Discoveries . . .  

 


